
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA551470
Filing date: 07/31/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91206026

Party Plaintiff
Victualic Company

Correspondence
Address

BRYAN P SUGAR
UNGARETTI & HARRIS
70 WEST MADISON STREET, 3500 THREE FIRST NATIONAL PLAZA
CHICAGO, IL 60602 4224
UNITED STATES
bpsugar@uhlaw.com,ipdocket@uhlaw.com,jarobinson@uhlaw.com

Submission Reply in Support of Motion

Filer's Name Bryan P. Sugar

Filer's e-mail bpsugar@uhlaw.com,ipdocket@uhlaw.com

Signature /Bryan P. Sugar/

Date 07/31/2013

Attachments Reply brief on motion for a protective order.pdf(2466660 bytes )

http://estta.uspto.gov


"

4833-9242-4981.1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD  

 
 
Victaulic Company of America, ) 
 ) 

Opposer, ) Cancellation No.: 91206026 
 ) Serial No.: 85/502,864 
 v. ) 
  ) 
Shurjoint Piping Products, Inc. ) 
 ) 
 Applicant. ) 
 
 

VICTAULIC’S REPLY IN FURTHER SUPPORT 
OF ITS MOTION FOR A PROTECTIVE ORDER 

 
 

 Opposer, Victaulic Company of America (hereinafter “Victaulic” or “Opposer”) hereby 

submits the following Reply in Further Support of its Motion for a Protective Order to Quash 

Shurjoint Piping Products, Inc.’s (“Shurjoint” or “Applicant”) Third Set of Requests to Admit 

(“Third Requests”).   

INTRODUCTION 

 Contrary to Shurjoint’s assertions in its response, this motion is not about Victaulic’s 

Objections to Shurjoint’s Second Set of Requests to Admit. It is about Shurjoint’s Third Set of 

Requests to Admit, which contain 525 irrelevant requests for admission. By attempting to divert 

the Board’s attention from the issue at hand, it is Shurjoint that is playing games. Because 

Shurjoint has not demonstrated the relevance of any of its requests to admit, Victualic’s motion 

for a protective order seeking to quash the requests should be granted. 
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ARGUMENT 

I.  THE 525 REQUESTS ARE IRRELEVANT TO THE LIKELIHOOD OF 
CONFUSION ANALYSIS.  
 

 In its Third Requests, Shurjoint seeks admissions about third-party registrations that 

contain either the word “SNAP” or the word “JOINT.” Without any authority, Shurjoint claims 

that:  

The strength of the mark asserted herein is the single most important factor in 
this likelihood of confusion analysis. The strength of mark factor considers both 
inherent and marketplace strength. The landscape of the marketplaces, and 
Victaulic’s inaction as to that diluted marketplaces, bears directly on the strength 
of the mark asserted in the proceedings. 
 

Applicant’s Resp., p. 2. However, in the likelihood of confusion analysis, while no one factor is 

decisive, to the extent emphasis should be placed on any factors, it is the similarity of the marks, 

the intent of the applicant and evidence of actual confusion. Eli Lilly & Co. v. Natural Answers, 

Inc., 233 F.3d 456, 462, 56 U.S.P.Q.2d 1942 (7th Cir. 2000).  

 Moreover, the strength of Victaulic’s mark should not be determined based on third-

party registration evidence. Olde Tyme Foods, Inc. v. Roundy’s Inc., 961 F.2d 200, 204, 22 

U.S.P.Q.2d 1542 (Fed. Cir. 1992). It is determined upon whether Victaulic’s mark is inherently 

distinctive, i.e., arbitrary or fanciful (strong), or merely descriptive or suggestive (weak). AMF 

Inc. v. Sleekcraft Boats, 599 F.2d 341, 204 U.S.P.Q. 808 (abrogated on other grounds by Mattel 

Inc. v. Walking Mountain Productions, 353 F.3d 792, 69 U.S.P.Q.2d 1257 (9th Cir. 2003)).   

Third party registrations are given little weight in a likelihood of confusion analysis particularly 

when there is no evidence of the use of the marks. Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 

915, 917, 189 U.S.P.Q. 693 (C.C.P.A. 1976).  
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Even if Shurjoint could demonstrate a modicum of relevancy for some third-party 

registrations, this does not mean that Victaulic’s admissions regarding the existence of the 

registrations, and admissions as to whether Victaulic has ever opposed the registrations are 

relevant. Such information is already available through United States Patent and Trademark 

Office records. 

 Significantly, many of the trademarks for which Shurjoint seeks admissions, are not 

even arguably related products even though in the same class of goods. Victaulic’s Reg. No. 

1,165,192 is for “pipe couplings” in class 6. Shurjoint’s requests to admit relate to registrations 

that have nothing to do with pipe couplings, including the mark WEATHER SNAP, Reg. No. 

2,792,527, for metal roofing panels (Ex. O), TOPSNAP, Reg. No. 4,307,353, for traps for wild 

animals (Ex. P), TITAN SNAPLOCK, Reg. No. 3,601,922, for formed metal roofing materials, 

namely, preformed copper, steel, or aluminum tiles, shake, shingles, and sheeting (Ex. Q), 

TAP’N’SNAP, Reg. No. 1,803,055, for optical frame screw kits comprising an assortment of 

metal screws in various sizes (Ex. R), SOFA SNAP, Reg. No. 4,207,995, for upholstery ganging 

device connector, namely predominately metal brackets for use in connecting modular furniture 

(Exs. S-T), SNAPTRUSS, Reg. No. 1,930,930, for construction materials, namely metal trusses 

(Ex. V), SNAP-SEAM, Reg. No. 1,497,401, for metal roofing panels (Ex. GG), SNAPRACK, 

Reg. No. 1,477,411 for tool storage systems namely, pegboards, cabinets, hooks, rings, drawers, 

and wheel-mounted storage compartments all made primarily of metal (Ex. HH), SNAPQUICK, 

Reg. No. 3,229,162, for metal frames for banners, SNAP-ON, Reg. No. 1,372,116, for key 

chains, key rings, namely-plates and money clips (Ex. MM), SNAP-N-LOC, Reg. No. 

1,360,400, for stainless steel straining baskets for sinks (Ex. OO), and SNAP-LOC, Reg. No. 
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4,036,461, for buckles of common metal, and metal clasps for tying down straps (Ex. SS). 

Copies of Exhibits A-WWW to Shurjoint’s requests to admit are attached hereto as Exhibit 1.   

 Thus, even if Shurjoint could somehow demonstrate that third parties’ registrations of 

questionably similar marks for similar products is relevant to the likelihood of confusion 

analysis, Shurjoint’s utter disregard for the similarity of the products, similarity of industries, 

and similarity of channels of trade in crafting its requests demonstrates that Shurjoint’s intent in 

issuing such requests was merely to harass Victaulic and Victaulic would still be entitled to a 

protective order.   

II.  VICTAULIC’S RESPONSES TO SHURJOINT’S SECOND SET OF REQUESTS 
FOR ADMISSION IS IRRELEVANT.  
 

 It is telling that Shurjoint’s opening statement and focus in its response is that Victaulic 

lodged objections to its prior 235 requests to admit. Whether Victaulic objected to Shurjoint’s 

prior requests to admit is of no moment to this motion. Shurjoint has failed to file a motion to 

compel and thus Victaulic’s objections are not at issue here. Further, to suggest that Victaulic 

has somehow waived a relevance objection due to its objections to different requests is not 

logical. It is Shurjoint’s continued pursuit of irrelevant requests to admit of an increasingly 

harassing and onerous nature that necessitated filing the instant motion. 

 None of the requests are relevant to the proceeding at hand. Whether Victaulic has ever 

filed an opposition to, or called the registrant to complaint about any one of these third-party 

trademarks has no bearing on whether the application for the mark at issue should be granted. 

As such, the Board should grant Victaulic’s motion for a protective order and quash the Third 

Requests in their entirety.  
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WHEREFORE, Opposer Victaulic Company of America hereby requests that the 

Trademark Trial and Appeal Board grant its Motion for a Protective Order, quash the Third 

Requests, and for any further relief that the Interlocutory Attorney deems just. 

 
Dated: July 31, 2013

Respectfully submitted, 
 
Victaulic Company of America 
 
By: _/s/Bryan P. Sugar____________ 
 Bryan P. Sugar 
 Jamie A. Robinson 

UNGARETTI &  HARRIS LLP 
 70 W. Madison Street 
 Suite 3500 
 Chicago, Illinois  60602 
 (312)977-4400
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CERTIFICATE OF SERVICE 

I certify that on this 31st day of July 2013, a true copy of the foregoing Opposer’s Reply in 

Further Support of its Motion for a Protective Order was served upon the following via email and via 

First-Class Mail, postage prepaid, to the following representative: 

Mark H. Tidman 
BAKER &  HOSTETLER LLP 

 Washington Square, Suite 1100 
 1050 Connecticut Avenue, N.W. 
 Washington, D.C.  20036-5300 
 
 
 

 
 
 

By:  _/s/Jamie A. Robinson_______________

Jamie A. Robinson 
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EXHIBIT 1 






























































































































































































































































































































